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(III) and also that the Applicant claims an intermediate obtained by reacting a compound 
of formula (II) with a compound of formula (III). 

However, the Applicant's current claim is not the same invention as claimed in 
Wulff et al. because it differs in scope. A double patenting rejection requires that the 
same invention be claimed, wherein there must be identical subject matter. 1 In re VogeL 
the court stated that an invention defined by a claim reciting "halogen" is not the same as 
that defined by a claim reciting "chlorine" because the former is broader than the latter. 2 
In that case, the prior patent claims recited "pork", and the claims at issue recited 
"meat". 3 The court held that the inventions were not identical subject matter. 

In the current application, the prior claim 1 of Wulff et al. recites a compound of 
formula (I), which can be produced by reacting a compound of formula (II) with a 
compound of formula (III). However, the claim of the current application claims an 
intermediate, which is a product obtained by reacting a compound of formula (II) with a 
compound of formula (HI). The intermediate product of such a reaction can include 
structurally similar compounds to formula (I) or other active compounds, and which this 
intermediate product can be used as an intermediate for the preparation of N- 
phosphonomethylglycine. Because of the unpredictability of the chemical arts, the 
product may contain many compounds which may be unknown, which may or may not 
have active properties. Therefore, the scope is not the same as the claimed invention, nor 
is it identical subject matter, but claims a different invention. Because such product in 
some embodiments are not the identical subject matter, just as the court In re Vogel stated 
that halogen and chlorine are not identical subject matter, therefore the statutory double 
patenting rejection should be withdrawn. 

The Examiner also rejected claim 25 under 35 USC §101 arguing that the claimed 
invention is not supported by either an asserted utility or a well-established utility. 
However, an intermediate has utility if the end compound made by use of the 
intermediate has utility. 4 As stated In re Kirk "just as the practical utility of the 

1 In re Vogel. 422 F.2d 438, 164 USPQ 619 (CCPA 1970); Manual of Patent Examining Procedure (MPEP) 
§804.II.A 

2 See In re Voeel. 422 F.2d at 44 1 . 

3 See Id at 442 

4 Brenner v. Manson. 383 US 519, 148 USPQ 689 (1966); In re Kirk. 376 F.2d 936, 945-46, 153 USPQ 48 
(CCPA 1967); MPEP §2107.01 
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compound produced by a chemical process 'is an essential element' in establishing 
patentability of the process, so the practical utility of the compound, or compounds, 
produced from a chemical 'intermediate,' the 'starting materials' in such a process, is an 
essential element in establishing patentability of that intermediate." 

In the current application, utility can therefore be established by the fact that the 
claimed intermediate is used in the preparation of N-Phosphonomethylglycine 
(glyphosate), which is a widely employed nonselective herbicide. 5 Because the end 
compound which the claimed intermediate is used in the preparation of has utility, the 
intermediate also has utility, and therefore the rejection should be withdrawn. 

The Examiner also rejected claim 25 under 35 USC §112, first paragraph, as 
failing to comply with the written description requirement due to the unpredictable nature 
of the invention and the extreme breadth of the claims. In particular the Examiner argued 
that incorporation of the limitation "an intermediate obtained by reacting a compound of 
formula (II) with a compound of formula (III) without limitation", i.e., a compound of 
formula (I), would obviate a rejection. 

However, the current claim is a product by process claim. A product by process 
claim, though not defined by statute is proper and well settled in law. 6 Therefore, claim 
25 cannot be overly broad because it is defined and limited by the process by which the 
product (the intermediate) is made. Process limitations recited in the claims such as 
reacting a compound of formula (II) with a compound of formula (III) to obtain a product 
properly defines the product by defining the process by which it is made. It is therefore 
sufficiently limited as to satisfy a typical product by process claim and the enablement 
standard, without having to identify a particular compound as suggested by the Examiner. 

Enablement under 35 USC §112 requires that the specification describe the 
invention in such terms that one skilled in the art can make and use the claimed 
invention. The test is whether a person skilled in the art can make and use the invention 
without undue experimentation. 7 It is not necessary that the specification describes in 



5 Application pg. 1, lines 9-10 

6 In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985); MPEP §2173.05(p); §2113 
7 MPEP §2164.01 
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such detail that it enable one skilled in the art to make and use a perfected, commercially 
viable embodiment of the invention. 

The current application satisfies the enablement standard. As discussed, it is 
sufficiently limited and defined as a product by process claim. Furthermore, the 
compounds as well as the reaction are adequately described in the application to enable 
one of skill in the art to make and use the invention. 9 Also, as an example, Example 3 10 
shows a process of producing the intermediate product as well as use of the intermediate 
to prepare phosphonomethylglycine. Such an example shows one of ordinary skill how 
to make and use the claimed invention without undue experimentation. Additionally, the 
application states on pg. 8, line 45-46 "In general, the aqueous acid or base is added to 
the reaction mixture obtained in step (a)." In some embodiments, the "reaction mixture" 
can be the intermediate as claimed, and encompass more than just the compound (I) as 
identified by the Examiner. Therefore the Application sufficiently limits the invention by 
the process and describes it such that one of ordinary skill can make and use the 
intermediate without undue experimentation. 

In light of the foregoing remarks the applicant requests that the rejections be 
withdrawn. 

Please charge any shortage in fees due in connection with the filing of this paper, 
including Extension of Time fees, to Deposit Account No. 14.1437. Please credit any 
excess fees to such deposit account. 



JDV/JWB 



8 MPEP §2164 

9 Application pgs. 4-11. 

10 Application, pg. 12, line 43 to pg. 13, line 14. 
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